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DETAILED ACTION 

Claim Rejections -35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 - 4, 9 - 17, and 19 - 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sanderson et al. (WO 99/64243). 

Regarding Claims 1,2, 12, and 19 - 24, Sanderson et al. disclose an ink jet printer 
comprising a housing; an ink jet printing apparatus located within the housing, and a coating 
apparatus positioned before the ink jet printing device which comprises a rotatable first roll 
(162); a rotatable second roll (164) positioned adjacent to the first roll and defining with the first 
roll a first nip through which the printing substrate passes; and a metering device comprising a 
supply of coating liquid (100) in contact with the second roll and a doctor blade (69) contacting 
the second roll, which transfers the coating liquid to the printing substrate, wherein the surface 
energy or surface hardness of the second roll is greater than the surface energy or surface 
hardness of the coating liquid (Figures 4 and 5; page 7, line 4 - page 8, line 1 1 and page 9, lines 
1-12). Thus, since any coating liquid may be used, thereby complying with having a lower 
surface energy or lower surface hardness than the second roll, and since spreading of the coating 
liquid is considered to be important by Sanderson et al. (page 5, lines 17 - 20), Sanderson et al. 
disclose all the limitations of Claims 1, 2, 12, and 19 - 24, and anticipate the claimed invention. 
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Regarding Claims 3 and 1 1, Sanderson et al. disclose an additional rotatable third roll 
(66) contacting the second roll (64) and forming a second nip there between; and a doctor blade 
(69) in contact with the third roll, the doctor blade applying a layer of coating liquid onto the 
third roll, the third roll transferring the coating liquid to the second roll, and the second roll in 
turn transferring the coating liquid to the printing substrate, wherein the hardness of the second 
roll is less than the hardness of the third roll (Figure 2; page 3, line 3 1 - page 4, line 10 and page 
5, lines 1 - 30). Thus Sanderson et al. disclose all the limitations of Claims 3 and 1 1, and 
anticipate the claimed invention. 

Regarding Claim 4, Sanderson et al. disclose the second roll comprising cast urethane 
(page 5, lines 26 - 30). Thus Sanderson et al. disclose all the limitations of Claim 4, and 
anticipate the claimed invention. 

Regarding Claims 9 and 10, Sanderson et al. disclose the second roll formed from a 
material having a sufficiently low hardness to permit the selected roll to conform to the other roll 
and to ensure contact between the second roll and the third roll along substantially the entire first 
or second nip (page 5, lines 15 - 24). Thus Sanderson et al. disclose all the limitations of Claims 
9 and 10, and anticipate the claimed invention. 

Regarding Claims 13-15, Sanderson et al. disclose the second roll to have a surface 
roughness of 0.3 micrometers R a (page 5, lines 29 - 30), the doctor blade contacting the third roll 
and orented at a contact angle relative to the third roll, the doctor blade having a longitudinal 
edge that contacts the third roll with a contact force so that a substantially uniform quantity of 
coating liquid is received by the third roll as the third roll is caused to rotate, wherein the contact 
force is sufficient to ensure that the doctor blade remains in contact with the third roll as the third 
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roll is caused to rotate (Figures 1 and 2). Thus Sanderson et al. disclose all the limitations of 
Claims 13-15, and anticipate the claimed invention. 

Regarding Claims 16 and 17, Sanderson et al. disclose the third roll to have a roughness 
between 1 and 4 micrometers (page 4, lines 1-10), and the contact angle is considered 
between 20 and 30 degrees (Figures 1 and 2). Thus Sanderson et al. disclose all the limitations 
of Claims 16 and 17, and anticipate the claimed invention. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 25, 28 - 31, 36, and 39 -.42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sanderson et al. 

Regarding Claims 25, 28, and 36, Sanderson et al. disclose a metering device comprising 
an additional rotatable third roll (66) contacting the second roll (64) and forming a second nip 
there between; a supply of coating liquid having a surface energy; and a doctor blade (69) in 
contact with the third roll, the doctor blade applying a layer of coating liquid onto the third roll, 
the third roll transferring the coating liquid to the second roll, and the second roll in turn 
transferring the coating liquid to the printing substrate (Figure 2; page 3, line 31 - page 4, line 10 
and page 5, lines 1 - 30. Although there is no specific disclosure of the surface energy of the 
coating liquid, the reference does disclose using a roll having a surface energy which allows the 
liquid coating material to sufficiently spread out on its outer surface to form a substantially 
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uniform layer of coating material (page 5, lines 17 - 20). One reading this would therefore know 
to also design any material which contacts the liquid to have a sufficiently low surface energy to 
allow the liquid coating material to adequately spread out. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to design the surface energy 
of the third roll and at least the distal edge of the doctor blade to be less than the surface energy 
of the coating liquid in order to sufficiently spread the liqui d to form a substantially uniform 
layer of coating material (page 5, lines 15 - 30). 

Regarding Claims 28 - 3 1 and 39 - 42, Sanderson et al. disclose the third roll to be 
substantially cylindrical, comprising a surface, a first end, an opposite second end and a 
longitudinal length between the first and second ends, and defines with the second roll a second 
nip, wherein the doctor blade further comprises a first end and an opposite second end, and 
wherein the distal edge of the doctor blade extends between the first and second ends of the 
doctor blade and has a longitudinal length, wherein the surface energy of substantially the entire 
length of the distal edge of the doctor blade is less than the surface energy of the coating liquid 
(Figures 1 and 2). Again, although there is no specific disclosure of the surface energy of the 
coating liquid, the reference does disclose using a roll having a surface energy which allows the 
liquid coating material to sufficiently spread out on its outer surface to form a substantially 
uniform layer of coating material (page 5, lines 17 - 20). One reading this would therefore know 
to also design any material which contacts the liquid to have a sufficiently low surface energy to 
allow the liquid coating material to adequately spread out. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to design the surface energy 
of the third roll and at least the distal edge of the doctor blade to be less than the surface energy 



Application/Control Number: 10/086,985 Page 6 

Art Unit: 1734 

of the coating liquid in order to sufficiently spread the liquid to form a substantially uniform 
layer of coating material (page 5, lines 15 - 30). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sanderson et al. as 
applied in Claim 1 above, in view of Chiang et al. (U.S. Patent No. 6451438). 

Sanderson et al. disclose all the limitations of Claim 1, but do not disclose the second roll 
to comprise urethane and a silicone polyol. However, Chiang et al. disclose a roll which 
comprises urethane and a silicone polyol (Abstract). Therefore it would have been obvious to 
one of ordinary skill in the art at the time of the invention to use a urethane and a silicone polyol 
to provide a low tacky, conductive, sort roller for use in a printer (Abstact). 

5. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sanderson 
et al. as applied in Claim 1 above, in view of Masuda et al. (U.S. Patent No. 5475473). 

Sanderson et al. disclose all the limitations of Claim 1, but do not disclose the second roll 
to comprise urethane and a silicone polyol between about 2 and about 7 parts per hundred rubber 
of a silicone polyol. However, Masuda et al. disclose a roll which comprises urethane and a 
silicone polyol between about 2 and about 7 parts per hundred rubber of a silicone polyol 
(column 5, line 63 - column 6, line 6). Therefore it would have been obvious to one of ordinary 
skill in the art at the time of the invention to use a urethane and a silicone polyol between about 2 
and about 7 parts per hundred rubber of a silicone polyol to provide intimate contact between the 
drum and the substrate (column 5, lines 63 - 65). 

6. Claims 7, 8, 26, 27, 37, and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sanderson et al. as applied in Claims 1, 25, and 36 above, in view of Till et al. (U.S. Patent 
No. 6006059). 
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Sanderson et al. disclose all the limitations of Claims 1, 25, and 36, but do not disclose 
the surface energy of the second roll to be between 35 and 40 dyne/cm as well as the surface 
energy of the coating liquid to be between 30 and 35 dyne/cm. However, Till et al. disclose the 
surface energy of the second roll to be between 35 and 40 dyne/cm (column 6, lines 40 - 57). 
Since any coating material may be used, the surface energy of the coating liquid to be between 
30 and 35 dyne/cm would be known to one of ordinary skill in the art. Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have the surface 
energy of the second roll to be between 35 and 40 dyne/cm since it is well known in the art to 
use rolls having surface energies as claimed. 

7. Claims 18, 32, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanderson et al. 

Regarding Claim 18, although there is no specific disclosure as to the contact force to be 
between 0.4 and about 0.5 N/cm, it is considered obvious the contact force could be controlled to 
between 0.4 and about 0.5 N/cm since Sanderson et al. implies the load of the blade to change 
against the roll (page 5, lines 9 - 14). 

Regarding Claims 32 and 43, although there is no specific disclosure as to the design of 
the doctor blade, one of ordinary skill in the art would know how to appropriately design the 
doctor blade. 

8. Claims 33 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanderson et al. as applied in Claim 25 above, in view of Hanson et al. (U.S. Patent No. 
4909182). 
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Sanderson et al. disclose all the limitations of Claim 25, but do not disclose a coating of 
silicone wax on the distal edge of the doctor blade having a surface energy that is less than the 
surface energy of the coating liquid. However, Hanson et al. disclose using silicone on a doctor 
blade (column 6, lines 17-35). Therefore it would have been obvious to one of ordinary skill in 
the art at the time of the invention to use silicone to improve cooperation between the transfer 
roll and the blade (column 6, lines 17-19). 

9. Claims 34 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanderson et al. as applied in Claim 25 above, in view of Okuda et al. (U.S. Patent No. 
5671675). 

Sanderson et al. disclose all the limitations of Claim 25, but do not disclose a coating of 
fluorocarbon on the distal edge of the doctor blade having a surface energy that is less than the 
surface energy of the coating liquid. However, Okuda et al. disclose using fluorocarbon on a 
doctor blade (column 5, lines 43 - 52). Therefore it would have been obvious to one of ordinary 
skill in the art at the time of the invention to use fluorocarbon to decrease the friction coefficient 
with the contact roller (column 5, lines 49 - 50). 

10. Claims 35 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanderson et al. as applied in Claim 25 above, in view of Illman et al. (U.S. Patent No. 
3990132). 

Sanderson et al. disclose all the limitations of Claim 25, but do not disclose a coating of Teflon 
on the distal edge of the doctor blade having a surface energy that is less than the surface energy 
of the coating liquid. However, Illman et al. disclose using Teflon on a doctor blade (column 7, 
lines 1 - 3). Therefore it would have been obvious to one of ordinary skill in the art at the time 
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of the invention to use Teflon to decrease adhesion between the doctor blade and the coating 
material 

Response to Arguments 
11. In response to applicant's argument that there was no reason given why it would be 
necessary in Meade to have the surface energy/surface hardness of the second roll greater than 
the surface energy/surface hardness of the coating liquid, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. In a claim drawn 
to a process of making, the intended use must result in a manipulative difference as compared to 
the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 
(CCPA 1963). Claim 1 does not directly claim a supply of coating liquid, rather a metering 
device capable of applying a layer of coating liquid. Therefore claims 1 and 22 are anticipated 
by Meade. 

Considering claims 2 and 24, which include the liquid with the apparatus, the claims are 
still considered to be anticipated by Meade since Meade clearly states "the second roll is formed 
from a material having a surface energy which allows the liquid coating material to sufficiently 
spread out on its outer surface. . .and a sufficiently low hardness so that the second roll is capable 
of conforming to a substantial number of valleys in the substrate. . ." (page 5, lines 17 - 23), 
implying the surface energy/surface hardness of the roll is greater than the surface energy/surface 
hardness of the coating liquid. 
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12. Regarding the arguments presented concerning claim 1 1, Examiner disagrees. The third 
roll is said to be made from the same material as the first roll, which is made of aluminum (page 
3, line 3 1 - page 4, line 10), while the second roll is made from a polyurethane, such as a 
polycaprolactone urethane prepolymer (page 5, lines 26 - 29), considered to be a softer material 
than aluminum. In any event, the material hardness of the second roll may be varied (page 5, 
lines 24 - 26), thereby allowing for the second roll to have a hardness which is less than the third 
roll. 

13. Regarding Claims 25 and 36, Examiner agrees with the Applicant's arguments. 
However, Examiner believes the claims can still be considered obvious for the reasons stated 
above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle A Lazor whose telephone number is 571-272-1232. 
The examiner can normally be reached on Mon - Wed 6:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/086,985 



Page 1 1 



Art Unit: 1734 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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